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DETAILED ACTION 

1 . Claims 1-31 are pending in this office action. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated by, or would 
have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 
(Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground provided 
the conflicting application or patent either is shown to be commonly owned with this application, or claims 
an invention made as a result of activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

2. Claims 14-22 are rejected on the grounds of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-5 of U.S. Patent No. 6,662,178 
issued to Eugene M. Lee. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of U.S. Patent Number 
6,662,178 clearly anticipate the claims set forth in the instant application. 

In order to clarify the given rejection, independent claim 1 for U.S. Patent 
Number 6,662,178 and independent claim 14 from Application Number 10/728,879 
have been reproduced below. It is clearly seen that each limitation of Claim 14 from 
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Application Number 10/728,879 has been anticipated by independent claim 1 of U.S. 
Patent Number 6,662,178. 



U S Patent Number 6 662 178 


ADolication Number 10/728 879 


A method of utilizing an intellectual 
property thesaurus, the method 
comprising: 


A method of utilizing an intellectual 
property thesaurus, the method 
comprising: 


Hpcinnatinn a fiplH nf QP£irf*h K^qpH on 
\aj UCoiyilallliy a liciU Ul oCal L/l I UdoCU UN 

selection of at least one of a plurality of 
Ha^ifiratinns of an intpllpntual nrooertv 

classification system; 


(a\ Hp^innatinn a fipld of ^parrh hac.pd on 

id j vjt^oiyi ici in ly d i ivi7 ivj l/i occii vi i uoocu 

selection of at least one of a plurality of 
classifications of an intellectual orooertv 

W 1 Wl W w III w 1 1 1 1 W V-/ I II III I *W 1 I V/ k * 1 |>S 1 w *^ w 1 I J 

classification system; 


(b) generating a list of words found in 
intellectual property information classified 
in the field of search designated in said 
designating step (a); 


(b) generating a list of words found in 
intellectual property information classified 
in the field of search designated in said 
designating step (a); 


(c) entering search criteria utilizing 
keywords; 


(c) entering search criteria utilizing 
keywords; and 


(d) determining searchable elements 
related to keywords in the search criteria 

KoccH r\r% thci lief r\f ia/atHc nonoratoH in 
DaSGU UN lilt? Hoi Ul WUIUo yclltjIalcU III 

said generating step (b); 

wherein said aeneratina steo fb} further 

comprises the step, of determining a 

frequency of occurrence of each listed 

word found in the intellectual property 

information associated with the field of 

search; 


(d) determining searchable elements 
related to keywords in the search criteria 

hflcpH on thp liQt nf wnrHQ npnprsfpH in 
Udocu uii Li ic Hoi ui wuiuo yci ICI alCU III 

said generating step (b). 


(e) displaying, in the form of a word- 
frequency list, the list of words found in the 
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intellectual property information classified 
in the field of search, wherein each listed 
word is associated with a corresponding 
frequency of occurrence of the listed word; 
wherein said displaying step (e) comprises 
simultaneous display of the search criteria 
during operation of said entering step (c) 
and the display of the word-frequency list. 
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Claims 15-17 are rejected under grounds of nonstatutory obviousness-type 
double patenting as being unpatentable over the remaining portion of independent claim 
1 of U.S. Patent Number 6,662,178 reproduced above, which clearly anticipates claims 
15-17. 

Claims 18-19 are rejected under grounds of nonstatutory obviousness-type 
double patenting as being unpatentable over independent claim 2 of U.S. Patent 
Number 6,662,178, which clearly anticipates claims 18-19. 

Claim 20 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 3 of U.S. Patent Number 
6,662,178, which clearly anticipates claim 20. 

Claim 21 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 4 of U.S. Patent Number 
6,662,178, which clearly anticipates claim 21. 
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Claim 22 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over independent claim 5 of U.S. Patent Number 
6,662,178, which clearly anticipates claim 22. 

3. Claims 23-31 are rejected on the grounds of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 6-11 of U.S. Patent Number 
6,662,178 issued to Eugene M. Lee (hereinafter "Lee") in view of U.S. Patent 
Application Publication Number 2004/0230574 issued to Alexander N. Kravets 
(hereinafter "Kravets"). 



Patent Number 6,662,1 78 


Application Number 10/728,879 


In a search system for use in searching for 
intellectual property information, the 
improvement comprising an article of 
manufacture having stored thereon an 
executable program operative to effectuate 
searching for intellectual property 
information in connection with the search 
system, wherein the executable program is 
executed to, perform the steps of: 


In a search system for use in searching for 
intellectual property information, the 
improvement comprising an article of 
manufacture having stored thereon an 
executable program operative to effectuate 
searching for intellectual property 
information in connection with the search 
system, wherein the executable program is 
executed to perform the steps of: 


(a) designating a source grouping of 
intellectual property information; 


(a) designating a source grouping 
comprising at least one document 
having intellectual property information; 


(b) generating a list of words found in 
intellectual property information within 
source grouping designated in said 
designating step (a); 


(b) generating a list of words found in the 
at least one document in the intellectual 
property information within the source 
grouping designated in said designating 
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step (a); and providing at least a portion 
of the elements in the list for later use 
as search criteria. 


(c) formulating search criteria utilizing input 
keywords; 




(d) determining searchable elements 
related to the input keywords in the search 
criteria based on the list of words 
generated in said generating step (b); 
wherein said determining step (d) 
comprises: 

determining searchable elements 
related to select keywords in the search 
criteria by locating words on the list 
generated in said generating step (b) that 
are synonyms of select keywords in the 
search criteria; and 

wherein said formulating step (c) 
automatically adds to the search criteria 
the synonyms determined in said 
determining step (d) search criteria 
utilizing input keywords. 





It is clear to see that only minor, obvious differences occur between the 
independent claims of Patent Number 6,662,178 and Application Number 10/728,879. 
The Examiner asserts that the two claims above actually represent the same invention. 

Specifically, independent claim 6 of Patent Number 6,662,178 discloses all the 
elements of independent claim 23 of Application Number 10/728,879 except for the 
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following limitation: "providing at least a portion of the elements in the list for later use as 
search criteria". 

However, Kravets discloses providing at least a portion of the elements in the list 
for later use as search criteria (Kravets: paragraph [0044]; The reference clearly shows the 
providing of at least a 'portion' of a word in order to suggest a search term to a user for a later search. 
These suggested search terms must be stored on some form of list in memory.). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
the teachings of Lee with the teachings of Kravets noted above. The skilled artisan 
would have been motivated to improve the teachings of Lee per the above such that the 
search terms that are provided to the user would be terms that would likely produce the 
best search results (Kravets: paragraph [0044], lines 1 1-15). 

Claims 24-25, and 29 are rejected under grounds of nonstatutory obviousness- 
type double patenting as being unpatentable over the remaining portion of independent 
claim 6 of U.S. Patent Number 6,662,178 reproduced above. 

Claim 26 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 7 of U.S. Patent Number 
6,662,178. 

Claim 27 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 8 of U.S. Patent Number 
6,662,178. 
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Claim 28 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 9 of U.S. Patent Number 
6,662,178. 

Claim 30 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 10 of U.S. Patent Number 
6,662,178. 

Claim 31 is rejected under grounds of nonstatutory obviousness-type double 
patenting as being unpatentable over dependent claim 1 1 of U.S. Patent Number 

6,662,178. 

Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-13 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Number 5,991,751 issued to Kevin G. Rivette et al. (hereinafter "Rivette"). 
Claim 1: 

Rivette discloses a method of developing an element list for intellectual property 
information, the method comprising the steps of 

designating a source grouping containing documents having intellectual property 

information (Rivette: column 1 1, lines 40-44 and column 19, lines 13-28 and Fig. 8, 5804); and 
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generating a list of elements found in the documents in the source intellectual 
property information (Rivette: column 26, lines 34-36 and Figs. 12B-12M; The first reference clearly 
shows searching a group of patent documents (intellectual property). More specifically the reference 
shows returning and displaying search results after searching a group of patent documents. Surely 
returning and displaying search results is "generating a list of elements found" in a group of documents.); 
and 

providing at least a portion of the elements in the list as candidate search criteria 
for later use in searching (Rivette: column 26, lines 34-46; Note that the historical information 
(portion of elements in the list) is provided to a user in order help restrict a further search.). 
Claim 2: 

Rivette discloses all the elements of claim 1 , as noted above, and Rivette further 
discloses the step of selecting at least a portion of the elements as search criteria 
(Rivette: column 26, lines 47-55), and searching a plurality of documents including the 
documents in the source grouping based on the search criteria (Rivette: column 11, lines 40- 

44). 

Claim 3: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the source grouping includes documents logically grouped together in 
a folder for storage in a memory unit (Rivette: Fig. 58, 5804 & 5808). 
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Claim 4: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the source grouping includes documents being commonly assigned 
to the same entity (Rivette: Column 21, lines 17-28 and Fig. 6, 628). 
Claim 5: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the source grouping designated in said designating step includes 
selected documents commonly classified in a system maintained by the U.S. Patent and 
Trademark Office (Rivette: column 17, lines 1 1-20; Note specifically U.S. Patents are the documents 
classified.). 
Claim 6: 

Rivette discloses all the elements of claim 5, as noted above, and Rivette further 
discloses wherein the classification system is the classification of goods and services 
maintained by the U.S. Patent and Trademark Office (Rivette: column 17, lines 55-66). 
Claim 7: 

Rivette discloses all the elements of claim 5, as noted above, and Rivette further 
discloses wherein said designating step further comprises the step of designating the 
source grouping as a field of search that includes intellectual property information in the 
form of patent publications commonly classified in select classes and subclasses, as 
maintained by the U.S. Patent and Trademark Office (Rivette: Fig. 57, 5718-5722). 
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Claim 8: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the list of elements generated in said generating step contains a list 
of words found in the source grouping of intellectual property information (Rivette: Fig. 46, 
4608). 
Claim 9: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the list of elements generated in said generating step contains a list 
of concepts found in the source grouping of intellectual property information (Rivette: 
column 26, lines 29-33; Note specifically concept searching.). 
Claim 10: 

Rivette discloses all the elements of claim 2, as noted above, and Rivette further 
discloses wherein the list of elements generated in said generating step contains a list 
of graphical elements found in the source grouping of intellectual property information 
(Rivette: Fig. 46, 4624). 
Claim 11: 

Rivette discloses all the elements of claim 1, as noted above, and Rivette further 
discloses a method comprising the steps of: 

receiving input data from a user over a network identifying the source intellectual 
property information for designation in said designating step (Rivette: Fig. 3 and Fig. 1 16 and 
Fig. 118; Note specifically client-server and web access.); 
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outputting from a server the list generated in said generating step to the user 

over the network (Rivette: Fig. 3 and Fig. 1 16 and Fig. 118; Again note client-server and web access.). 
Claim 12: 

Rivette discloses all the elements of claim 1 1, as noted above, and Rivette 
further discloses a method of comprising the step of: 

retrieving the source intellectual property information identified in said receiving 
step from at least one remote database on the network (Rivette: Fig. 3, 316 and Fig. 4, 316 
and Fig. 4, 428). 
Claim 13: 

Rivette discloses all the elements of claim 12, as noted above, and Rivette 
further discloses wherein the input data received from the user in said receiving step is 
a list of patent numbers identifying select patents as the source of intellectual property 
information, and wherein the network is the Internet (Rivette: Fig. 3, 308 and Fig. 140; Note 
specifically the 'web' and HTTP.). 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick A. Darno whose telephone number is (571) 272- 
0788. The examiner can normally be reached on Monday - Friday, 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on (571) 272-1834. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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